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I. INTRODUCTION

As a result of the recently completed multilateral trade negotiations under the
Uruguay Round of the General Agreement on Tariffs and Trade (GATT), an
increasing number of U.S. companies will likely consider plans for expansion into
varied overseas markets. For many of these U.S. companies, entry into Japan,
which has the world's second largest economy after the United States' and Asia's
largest economy, is often a pivotal aspect of any corporate international marketing
strategy. Protection of a company's intellectual property in Japan should be at the
forefront of any such marketing strategy.
Japan is a signatory to the Convention Establishing the World Intellectual
Property Organization.' Article 2 (vii) of this Convention broadly defines
"intellectual property" to include:
[T]he rights relating to literary, artistic and scientific works; performances of performing artists, phonograms, and broadcasts; inventions in
all fields of human endeavor; scientific discoveries; industrial designs;
trademarks, service marks, and commercial names and designations;
protection against unfair competition; and all other rights resulting from2
intellectual activity in the industrial, scientific, literary or artistic fields.
This article discusses selected aspects of Japanese intellectual property law.
Specifically (i) registration of trademarks/service marks and trade names/service
names in Japan and the protections resulting from such registrations.' and (ii)
protections granted to certain unregistered marks, names and other proprietary
designations pursuant to some seminal Japanese statutes, including the protection
of "widely known" marks and names pursuant to the Japanese Unfair Competition Prevention Act.4 Part II discusses the historical background to the Japanese

1. Teruo Doi, IntellectualProperty, il INT'L JAPAN Bus. GUIDE (CCH), Aug. 20, 1993, at 50,051,
para. 60-050. Japan, which signed the Convention Establishing the World Intellectual Property Organization
on July 14, 1967 in Stockholm, Sweden. ratified the Convention in 1975. Id.
2.
Id. art. 2. In the official Japanese translation of the Convention Establishing the World Intellectual
Property Organization, the term in Japanese for "intellectual property" is chitekishoyaCien (chi means intellect;
teki means possession of; shoyfi means ownership; and ken means right).
3.
See infra notes 18-69 and 81-105 and accompanying text (discussing registration and protection
of marks and names).
4.
See infra notes 70-71, 106-107, and 114-127 and accompanying text (analyzing the protection
afforded by the Japanese Unfair Competition Prevention Act).
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Trademark Law, basic aspects of trademark and service mark registration, and
certain rights afforded holders of registered as well as unregistered trademarks
and service marks5 Part III discusses similar issues with regard to trade names
and service names.6 Part IV discusses the Unfair Competition Prevention Act!
II. TRADEMARKS (SHYSyo) AND SERVICE MARKS (SABISU MAKU)

A. HistoricalBackground
As a result of the opening of Japan to the West by U.S. Admiral Perry, Japan
hurriedly established a legal system mirroring certain aspects of European, and
secondarily U.S., legal systems, including the hastily created Diet (Japan's
national legislature), and various statutes. As part of this accession to Western
pressure, Japan enacted the Trademark Ordinance (Shohy6 Jdrei) in 1884 to
protect trademarks.8 Due to this haste, the Trademark Ordinance, though containing basic concepts such as first-to-file, a registration system, and the disclosure system,9 was nonetheless very simplistic. In 1899, the Ordinance was
finally repealed and replaced by the more sophisticated Trademark Act;' it was
this Act that first recognized the rights of foreigners to protect their trademarks
in Japan."
The present Trademark Act was enacted in 1959 as Law 127 (effective April
1, 1960) and was amended extensively between the years 1962 and 1991.12 The
1991 amendment, one of the more significant amendments, expanded the

5.
See infra notes 8-76 and accompanying text (describing the Japanese Trademark Law).
6. See infra notes 77-113 and accompanying text (discussing trade names and service names).
7. See infra notes 114-127 and accompanying text (discussing the Unfair Competition Prevention Act).
8.
See Doi, supra note 1, at 52,301, para. 62-280. The text of the 1884 Ordinance can be found in
Volume 19 of DAUOHKANpIu KoKu, an official government publication of Japanese statutes. See also CHOKAt
SHOHYOHO [ANNOTATIONS TO THEJAPANESE TRADEMARK ACT] 23 (Masanobu Ono ed. 1994) (currently only
available in the Japanese language) [hereinafter ANNOTATIONS] ; MAKOTO AMINO, SHOHYO [Shinpan saizdow]
16-17 (Supp. 1992) (currently only available in the Japanese language) [hereinafter AMINo, SHOHYO]. The text
of the 1888 amendment can be found in Volume 86 of CHOKUREI, another official government publication.
9.
See ANNOTATIONS, supranote 8, at 23.
10. See Doi, supranote 1, at 52,301, para. 62-280.
11. See id.
12. Trademark Act, Heisei 3, Hdritsu 65, translated in JAPANESE LAW RELATING TO INDUSTRIAL
PROPERTY 151 (1992) [hereinafter Trademark Law]. Heisei is the name of current Emperor Akihito's reign,
which began in 1989 after the death of Emperor Hirohito, whose reign, known as Shiva, began in 1925. Heisei
3 is the third year of The Emperor's reign and, thus, is 1991. Hiritsumeans law. Thus, "Heisei 3, Hdritsu 65"
is the 65th law enacted in 1991 by the Japanese Diet, Japan's national parliament. While an official text of
Japanese laws and regulations is published in government gazettes called Kanpd, many Japanese attorneys and
judges typically do not use the Kanp6when reviewing such text. Instead, they typically use a Ropp6Zensho,
which is a compilation of major Japanese statutes and regulations by private publishers that is recognized as
an appropriate source for those statutes or regulations. A full text of the current Trademark Law, Heisei 3,
H6ritsu 65 can be found, for example, in Mohan Roppd2150-58 (1993). See also ANNOTATIONS, supranote
8, at 21-26 (providing a history of the various trademark statutes, including the current Trademark Act).
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definition of "trademarks" to include service marks and extended the registration
system to include service marks.13The 1991 amendment was a reaction to foreign
criticism, primarily from the United States, that the Japanese legal system lacked
a formal law protecting service marks and a formal registration system for service
marks.' 4 Before the 1991 Amendment, only service marks (Sh&hi) widely known5
in Japan were afforded protection under the Unfair Competition Prevention Act.'
B. JapaneseTrademark Law
1. Definitionof Trademark(Shohy5); Including Service Marks (Sabisu
Maku)
The Japanese Trademark Law (Trademark Law), Article 2, Paragraph 1,
defines a "trademark" to mean:
the characters, figures, or signs or any combination thereof, or any
combination thereof with colors (mark) (hysho):
(i) which are used in respect of goods (sh-hin) by a person who
produces, processes, certifies or assigns such goods in the course
of trade; or
(ii) which are used in respect of services (ekimu) by a person who
provides or certifies such services in the course of trade (other
than as in (i) above). 6
Since the Trademark Law, as a result of the 1991 Amendment, incorporates
the concept of a service mark into the definition of trademark,17 hereinafter in this
article, unless a specific distinction is made, any reference to a trademark shall be
assumed to include both trademarks and service marks.
13.

Doi, supra note 1, at 52,301, para. 62-280.

14. TERUO Doi, INTELLECTUAL PROPERTY PROTECTION AND MANAGEMENT-LAw AND PRACTICE IN
JAPAN 255 (1992) (available in English from the Institute of Comparative Law, Waseda University, Tokyo)
[hereinafter INTELLECTUAL PROPERTY PROTECTION].
15. See infra notes 70-71, 106-107, and 114-127 and accompanying text (discussing the Unfair
Competition Prevention Act).
16. Trademark Law, supranote 12, art. 2(l).
17. Japanese Patent Office, OUTLINE OF JAPANESE TRADEMARK SYSTEM 1 (1992) [hereinafter
TRADEMARK OUTLINE]. The Japanese Patent Office notes:
[a]Ithough it was not possible to protect service marks by registration in the past, service marks now
are subject to the same protection as trademarks under the new registration system, provided that
the service marks meet various requirements, in view of the development of and severe competition
in the service industry. More specifically, service marks are treated as trademarks, through an
amendment to the Trademark Law enlarging the definition of "trademarks," and thus service marks
are governed by the Trademark Law.

Id.
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2. Registrability/Non-Registrabilityof Trademarks
The most important substantive requirement for a trademark registration is
that a mark under application must have a distinctive quality. 8 As early as 1888,
the existing Trademark Ordinance required that a trademark have "specific
distinctiveness."' 9 In 1937, the Great Court of Cassation (Daishin'in),the predecessor to the current Japanese Supreme Court (Saik5Saibansho),in Teikoku
Seima K.K. v. Japan,20 interpreted the Trademark Law to state that "a trademark
to be registrable shall consist of letters, figures or signs, or any combination of
these, and shall be specifically distinctive (tokubetsu kencho)."' Until 1960, the
terms "specific distinctiveness" or "distinctive quality" were clearly enumerated
in the trademark statutes. 22
Despite the fact that the current Trademark Law does not definitively state
that a trademark is not registrable due to lack of specific distinctiveness or
distinctive quality, the current Trademark Act impliedly contains this requirement. In fact, Article 3 of the Trademark Law lists general categories of marks
that are not registrable due to implied nondistinctive characteristicsY In further
support, current Japanese intellectual property scholars verify that marks must be
distinctive to be registrable as trademarks. 24

18. INTELLECTUAL PROPERTY PROTECTION, supranote 14, at 213.
19. ANNOTATIONS, supranote 8, at 104-19.
20. Teikoku Seima K.K. v. Japan, Vol. 16, No. 15 Minshii 974 (Daishin'in,June 21, 1937). Minshfi
means civil cases. Daishin'inwas the predecessor to the current Japanese Supreme Court, which is now called
the "Saiko Saibansho."
21.

Id. at 979; see INTELLECTUAL PROPERTY PROTECTION, supranote 14, at 213.

22. ANNOTATIONS, supranote 8, at 106.
23. Trademark Law, supranote 12, art. 3. Article 3(1) of the Trademark Law lists six categories of
marks that are unregistrable due to characteristics that inherently lack distinctive quality: '
(i) trademarks which consist solely of a mark indicating, in a common way, the common name of
the goods or services;
(ii) trademarks which are customarily used in respect of the goods and services;
(iii) trademarks which consist solely of a mark indicating, in a common way, the origin, place of sale,
quality, raw materials, efficacy, use, quantity, shape or price of goods, or the method or time of
manufacturing or use; or the location of provision of the services, quality, articles for use in such
provision, efficacy, use, quantity, modes, price or method or time of the provision of services;
(iv) trademarks which consist solely of a mark indicating, in a common way, a common place,
surname or name of a legal entity;
(v) trademarks which consist solely of very simple and commonplace marks; and
(vi) in addition to those mentioned in each of the preceding paragraphs, trademarks which do not
enable consumers to recognize the goods or services as being connected with a certain person's
business.
Id.
24. INTELLECTUAL PROPERTY PROTECTION, supranote 14, at 212-20. See ANNOTATIONS, supranote
8, at 134-44. See also Miyoshi Kagaku Kjgy6K.K. and Miyoshi Shqi K.K. v. PTO, Vol. 3, No. 2 K6Min Sha
76, (Tokyo High Court, Second Division of Civil Department, Shiva 23 (1948) Gyo Na, (1950, judgment
date)). K6Min Sh1is a compilation of major civil cases in high courts of Japan. Gyo Na is a denomination
for certain types of administrative cases. In this case, the Tokyo High Court states that the purpose for requiring
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The Japanese Patent Office?5 has detailed manuals for use by examiners to
determine, among other items, whether an applied mark is sufficiently distinctive,
and not "generic," in order to qualify for registration. 26 For example, an examiner
must analyze, among other factors: (i) whether an applied mark "consists solely"
of mark(s) designating a name of a good or service "ina manner used commonly;" or (ii) whether an applied mark consists solely of a mark(s) designating,
"in a common way," the origin, place of sale, or quality of goods, or the place of
rendition or quality of services. 7
Article 4(1) of the Trademark Law lists trademarks that are unregistrable on
the grounds of public interest or for the purpose of protecting private interests of
the consuming public even though they meet the requirements of distinctiveness
2
under Article 3.

a mark to be "specifically distinctive" was to create a mark on a particular good so that those dealing in, and
end users of, that good and similar goods could sufficiently "distinguish one's goods from another's goods in
a general market" and, thus, prevent "confusion" between the origins of the good at issue and similar goods.
Id. at 79. The court instructed that one should not just look at the trademark but must look at the trademark and
its relation to the goods in order to determine if it is specifically distinctive. Id. The court also stated that unfair
competition would occur if trademarks causing confusion as to the origins of the good was not prevented. Id.
25. The Japanese Patent Office (Tokkyo Cho) is the governmental agency responsible for examining
all applied marks and authorizing the final registration of them as trademarks.
26. See Tokkyo-chd [Patent Office], Shohy-ka [Trademark Section], SHOYHO-SHINSA KIJUN
[TRADEMARK Ex
ATION STANDARDS] (1971); Tokkyo-chd], [Patent Office], Shohy-ka [Trademark
Section], Ekimu ni isuitenoShohy&-Shinsa Kiun (SuisuMain), sdan [Trademark Examination Standards with
Respect to Service Marks] (draft, April 1991). See also, Kazuko Matsuo, Trademarks,in DOING BusINEss IN
JAPAN VI 3-14 to 3-15, § 3.03 (1991).
In Japan, similarity [of trademarks] is analytically examined; that is, the mark is viewed in terms
of its components and their relative proportions and functions.... mhis is probably because
trademarks are seen as primarily composed of various kinds of letters, such as Chinese characters,
Katakana, Hiragana, Roman lettered words and phonetic alphabetic transcriptions of Japanese (for
example "Mitsubishi," "Kagome"). Therefore, similarity of trademarks has to be judged among
those different letters or characters. Generally speaking, however, trademark similarity is, as in
other countries, judged from three main aspects: appearance, pronunciation, and meaning (or
associated idea). Although there are three main aspects, two marks are considered similar to each
other as a whole if any one of these three aspects is found similar. However, relative importance
of these three aspects differs in accordance with the goods on which the trademarks are used [and,
since the 1991 Amendment, in accordance with the services identified by the mark]. In deciding
similarity, consideration is paid to the type of persons who will be the principal consumers of the
marked goods (for example, specialists, elder people, children or women). Consideration is also
given to the distinctive part of the trademark which most draws a person's attention, such as the
beginning part of a trademark, the Katakana characters in a composite trademark shown in both
Katakana and English, and the Katakana or familiar design part of a complex trademark.
Id.
27. TRADEMARK OUTLINE, supra note 17, at 3.
28. Trademark Law, supra note 12, art. 4(1). Some of the types of trademarks that are unregistrable
pursuant to Article 4(1) are: (i) the imperial chrysanthemum crest, the crest of the Emperor and the royal
family; (ii) "trademarks liable to contravene public order or morality;" (iii) "trademarks containing the portrait
of another person or the name, famous pseudonym, professional name, or pen name of another person or the
famous abbreviation thereof (except where the consent of the person concerned has been obtained);" and (iv)
"trademarks which are well known among consumers as indicating the goods or services as being connected
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3. RegistrationProcess
Article 8(1) of the Trademark Law affords priority of trademark rights to the
first to file a trademark application rather than the first to use the trademark. 29 In
addition, the Trademark Law does not require use of the trademark before submitting the registration application.3 ° The registration is granted to the first
applicant. 31 Thus, if two or more trademark applications relating to identical or
similar trademarks which are to be used on identical or similar goods or services
are filed on different dates, only the earliest applicant may obtain a registration
for the trademark concerned.
If two or more trademark applications relating to identical or similar
trademarks which are to be used on identical or similar goods or services are filed
on the same date, only one applicant, "agreed upon after mutual consultation
among all' 32the applicants, may obtain a trademark registration for the
trademark.
Under Japanese law, trademark rights that are afforded protection are granted
nationwide protection. Japan has a nationwide system of registration and a central
filing system that requires only one search to determine whether a prior registration has been made.
In Japan, a registered trademark affords protection for designated goods
and/or services in a specifically registered class of goods or services? 3 In 1991,
Japan substantially adopted the standardized International Schedule of Classes of
Goods and Services; 34 there are thirty-four classes of goods and eight classes of

with another person's business, and trademarks similar thereto, and which are used in respect of such goods
or services or similar goods or services." Id. arts. 4(1) (i), (vii), (viii) & (x).
29. Id. art. 8(l).
30. By way of comparision, see 37 CFR § 2.21 (a)(5)(ii)-(iv) (1994) (discussing bona fide intention to
use the trademark as the basis for filing a U.S. trademark application). U. S. trademark law historically granted
priority of trademark rights to the first to use a trademark and not the first to register without prior use. Until
recently, use of a trademark in interstate or foreign commerce was a prerequisite to the filing of a federal
trademark application. Fairly recently, it became possible to file a federal trademark application based upon
a bona fide intention to use the mark in interstate or foreign commerce. See 37 CFR § 2.21(a)(5)(ii)-(iv), 2.76
and 2.81 (1994). Thus, it is now possible to apply for federal registration before actual use, based on this bona
fide intention to use. If provisional registration ("Notice Of Allowance") is granted, the owner then has six
months (with various possible extensions) to establish actual use and file an additional fee to convert the
Allowance to a full registration. Id. at 2.76, 2.81.
31. Trademark Law, supra note 12, art. 8(1).
32. Id. art. 8(2).
33. Id. arts. 25 and 27.
- 34. Prior to April 1, 1992, Japan had its own classification for goods and services for purposes of
trademark registration. See ANNOTATIONS, supra note 8, at 283. The Japanese Diet enacted legislation in 1991
which amended Japan's Trademark Enactment Order and Trademark Registration Order to provide that,
effective as of April 1, 1992, Japan would substantially adopt the International Classification of goods and
services. Id. at 279-86; ETHANHORwrrz, 2 WORLD TRADEMARKLAW AND PRACTICE § 1.04 (2d ed. 1994). The
new Japanese classification, while adopting the general structure of the International Classification, has some
minor variations due to difference in language usage and customs. For the exact text of the Japanese version
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services in this International Schedule. 35 Thus, if a company is the first to register
a trademark, all others, as a general rule, would be prevented from using a similar
trademark for the designated goods or services in the registered class of goods or
services3 6 If a registrant wants to register a good or service in more than one
class, separate applications are required
for each class and separate fees are
37
required for each such application.
A trademark can be registered in the three scripts used in the Japanese
language, namely Kanji (Chinese characters), Katakana and Hiragana (alphabetlike phonetic symbols), or in the Roman alphabet (called R6maji). It is also
permissible to illustrate a trademark in two or more different scripts in a single
trademark application. 8 In Japan, however, a sound or a three dimensional figure
cannot be registered as a trademark 9
The main drawback to trademark registration in Japan is the time required to
obtain approval of an application; the application process can take as many as

of the new classifications; see AMINo, SHORYO, supra note 8, at supp. 13-16. The English language version
of the International Classification can be found in the U.S. Patent and Trademark Office's Trademark Manual
of Examining Procedure.
35. The Nice Agreement Concerning the International Classification of Goods and Services for the
Purposes of the Registration of Marks, June 15, 1957, 23 U.S.T. 1336, 550 U.N.T.S. 45 (revised July 14,
1967), 23 U.S.T. 1353, 828 U.N.T.S. 191, art. 1 (adopting the uniform International Classifications of goods
and services for the regulation of trademark and service mark registrations relating to goods and services)
[hereinafter Nice Agreement].
36. Trademark Law, supra note 12, art. 32. Article 32 of the Trademark Law provides for an exception
to this general rule in the situation of a prior use (Sen-shiydken) under the following circumstances: if prior
to the filing of a trademark registration, "a third person has been using in Japan the trademark [which is the
subject of the] application or a similar trademark" and the following conditions are met:
(i) such use is with goods or services similar to the goods or services which is the subject of the
application; and
(ii) the "trademark is well known among consumers as indicating the goods or services as being
connected with his business at the time of filing of the trademark application;" and
(iii) the person has no "intention of violating the rules of fair competition;" and
(iv) the person continuously uses that trademark.
Id.
Provided these conditions are met and maintained, the third party may use the trademark regardless of
the subsequent registration by another party. Id.
37. Nice Agreement, supra note 35; see ANNOTATIONS, supra note 8, at 899;Trademark Law, supra
note 12, art. 76 (providing the fee schedule). The renewal application is the same amount. Id.See also
TRADEMARK OUTrINE, supra note 17, at 9. As of 1994, the initial application for a trademark requires a filing
fee ofV 21,000.
38. See Doi, supranote 1, at 52,301-02, para. 62-300.
39. Trademark Law, supra note 12, art. 2(1). The Trademark Law defines a trademark to mean "the
characters, figures or signs or any combination thereof, or any combination thereof with colors." Id. Sounds
or three dimensional figures are not included in this definition. See ANNOTATIONS, supra note 8, at 59. But see
Siegrun D. Kane, TRADEMARK LAW, A PRACrmONER'S GUIDE 2 (Practicing Law Institute, 2d ed. 1991)
(discussing U.S. law). By way of comparison, certain sounds or smells can be registered as trademarks in the
United States. Id For example, the NBC chimes identify the NBC radio station. Id. A floral fragrance acts as
a trademark for sewing thread. Id. The critical element in all U.S. trademarks, be they words, designs, shapes,
numbers, slogans, sounds or smells, is that they identify and distinguish one company's products from that of
another. Id.
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four years. 40 During the period between the submission of the trademark application and the final issuance of the registration, an applicant cannot, based merely
upon the application, prevent the use of an identical or similar mark by a third
party. 4t However, if the trademark is "widely known" in Japan, some protection
may be afforded the holder of that trademark pursuant to the Unfair Competition
42
Prevention Act prior to the actual issuance of the registration.
U.S. companies should evaluate the risks of using their trademarks in Japan
during the slow trademark registration process. Those companies that do not have
widely known trademarks may have to consider postponement of the introduction
of their products in Japan until the trademark is.
formally registered.
Article 5(1) of the Trademark Law requires that an application for a
trademark registration be filed with the Director-General of the Patent Office
(Tokyoch Chocan) in Tokyo either directly or by mail. The applicant must use
the standard form provided by the Director-General 4and
the application must be
3
accompanied by a "reproduction" of the trademark.
Soon after the filing, the applicant is assigned an application number
(Shutsugan bango). A few months after the filing, an initial examination is made
to determine if all of the formal requirements of the application process have been

40. INTELLECTUAL PROPERTY PROTECTION, supra note 14, at 198. Japan's trademark registration
process is very slow. See id. It takes about four years to process a trademark in Japan compared to only 13
months in the United States. Id.
41. Registration at the Patent Office is necessary to create, and grant to an applicant, the trademark
right. Trademark Law, supra note 12. arts. 18, 25. Thus, "until the mark is registered, the trademark owner
cannot demand that a third party cease using a trademark identical with or similar to his trademark." Matsuo,
supra note 26, at VI 3-55, § 3.06(1). See INTELLECTUAL PROPERTY PROTECTION, supra note 14, at 198 (stating
that "[diuring the processing period there is no penalty for infringement"); ANNOTATIONS, supra note 8, at 37982. Although the mere filing of a trademark application in Japan will not afford the applicant, in and of itself,
the right to prevent use of marks identical or similar to the applied trademark, "widely known" trademarks may
nevertheless be afforded protection pursuant to the Unfair Competition Prevention Act. See infra notes 70-71,
106-107, and 113-127 and accompanying text (discussing this Act).
42. See infra notes 70-71, 106-107, and 114-127 and accompanying text (discussing the Unfair
Competition Prevention Act).
43. Matsuo, supra note 26, at VI 3-44.1-47, § 3.05[l]. The standard form of application requires the
applicant to provide, amongst other information, (i) the name, and the domicile or residence of the applicant
(a non-Japanese address should conform to the Japanese address system; namely, country, state, city, street,
house or building number, and finally suite or room number); (ii) in the case of a legal entity, the name of an
officer entitled to represent that entity; (iii) in the case of a foreign entity, the nation of establishment of that
entity; (iv) the date of submission of the application; and (v) the designated goods or designated services and
the class of goods or services. Id. § 3.05[l]. Japanese nationals must execute the application by using their
"hanko" (more formally known as the "inkan"); this is a stamp which each Japanese national possesses
containing his/her name. The hanko has the same role as a signature in the United States. Non-Japanese
nationals residing in Japan who sign a trademark application are not required to use a hanko, provided they
submit their foreign residency certificate. Non-Japanese executing a trademark application outside Japan are
also, of course, not required to use a hanko and can merely sign the application. Notarization of that signature
in the United States by a local public notary is recommended.

The TransnationalLawyer/ Vol. 8
satisfied." After this formal examination, the substance of the application is
examined for as long as two or three years.45
If an examiner can find no reason to deny an application, the application must
then be published for opposition in a publication called ShtHy K5h6 (Official
Trademark Gazette).46 This publication process, called Shutsugan Kokoku, lasts
for two months, during which time a person can file opposition against7 the
granting of the registration with the Director-General of the Patent Office.4
If there is no opposition from the public during this two month period, the
application generally survives. However, the examiner still has the authority to
object to registration at any time prior to registration.4 8 Once granted, the registration is published in the Patent Office's official Trademark Gazette and is
effective for ten years from the registration date.4 9
Pursuant to the Trademark Act, the holder of a trademark should take steps
to indicate to the general public that the trademark has been registered 0 This
"indication" is accomplished by stating that the trademark is a Tdroku Shohydor
a "Registered Trademark." This indication is the equivalent of the American ®.
However, using the U.S. ® is inadequate to indicate the registered trademark
status in Japan.

44. Matsuo. supra note 26, at VI 3-47, § 3.05[2].
45. Id.
46. TRADEMARK OUTLINE, supra note 17, at 3.
47. Id.
48. Matsuo, supra note 26, § 3.05[2]. Upon such a rejection, applicants have certain appeal rights. See
id. § 3.05[4] and [5] (discussing the appellate process).
49. Trademark Law, supra note 12, art. 75. Article 75 of the Trademark Law governs the publication
of the trademark in the Sh8 Hy6 K6h&. Article 19(1) of the Trademark Law governs duration of registration.
Id. arL 19.
50. Id. art. 73.
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The following flow chart, prepared by the Japanese Patent Office,51 illustrates
the process for submitting a trademark registration application:

(Appeal to Tokyo High Court)
(Appeal to Supreme Court)

51.

TRADEMARK OUTLINE, supranote 17, at 5.
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4. Groundsfor Losing Registration
There are three basic ways to lose a trademark registration: (i) failure to
expiration; (ii) action for cancellation; or (iii) action for invalrenew upon
52
idation.

A trademark registration expires, if it is not renewed, ten years from its
registration date.53 A trademark registration may be renewed for an additional ten
years upon application to the Patent Office. 54 However, an application for renewal
will be rejected if neither the trademark owner, the exclusive licensee, nor the
nonexclusive licensee, has used the trademark for the designated goods or service
at least once within the three year period prior to the filing of the renewal
application.

55

Indeed, nonuse is the primary reason for nonrenewal. Article 19(3) prescribes
that if a "legitimate reason" exists for the nonuse, Article 19(2) will not apply and
renewal will nevertheless be permitted. 6 The Patent Office has examination
57
standards which govern the parameter of legitimate reason for such nonuse.
The Trademark Law provides that an action for cancellation of a registration
may be instituted due to nonuse, improper use by the registrant or licensee, or the
unauthorized registration by the agent or representative of the trademark owner.58
This action must be instituted in the Patent Office.
In addition, Article 46 of the Trademark Law provides for an action for
invalidation of a registration if, among other reasons, from the date of registration
either the trademark was unregistrable or the owner was not entitled to the
registration for causes set forth in Article 46.59 This action must also be instituted
in the Patent Office.6°

52. Trademark Law, supra note 12, arts. 20,48, 50.
53. Matsuo, supra note 26, § 3.10[1]. See Trademark Law, supra note 12, art. 19(1).
54. Trademark Law, supra note 12, art. 19(2).
55. Id.
56. Id. art. 19(3).
57. See ANNOTATIONS, supra note 8, at 391-92. The Japanese Patent Office's internal guidelines require
the trademark owner, exclusive licensee or nonexclusive licensee to have (i) good cause for the nonuse; and
(ii) the reason for the nonuse must not be attributable to actions of the trademark owner, exclusive licensee or
nonexclusive licensee. Id. at 392. The former includes Acts of God (e.g., earthquake, typhoon), intentional or
negligent acts of third parties (e.g., arson, vandalism), or delay caused by governmental action or change in
law (e.g., legal prohibition of the manufacture and sale of the designated goods). Id.
58. See Trademark Law, supra note 12, arts. 50,51,53,53(2). Case law provides that only "interested
parties" may institute an action for.nonuse. ANNOTATIONS, supra note 8, at 712. An interested party is usually
one that seeks to use the registered trademark. Id. Articles 51 and 53 make it clear that any party may institute
an action for improper use. Id. at 749, 757. The true trademark owner may be the plaintiff in an unauthorized
registration cancellation action. Id. at 765.
59. An invalidation action may be instituted by anyone "who has an interest" in the trademark.
ANNOTATIONS, supra note 8, at 687. An interested party could include a licensee of the trademark seeking to
avoid royalty payments to the trademark owner. Id. at 688.
60. Matsuo, supra note 26, § 3.09[2].
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5. Legal Enforceabilityof Registered TrademarkRights
A trademark holder is afforded a variety of rights and methods of defending
a registered
trademark. The following lists the most significant of these rights and
6
defenses: '
a. The trademark holder may have the exclusive right to use the
registered trademark for the designated goods and/or services in the
registered class. This right includes the right to license, or assign the
use of, the trademark to third parties or mortgage or otherwise
encumber the holder's interest in the trademark.6 2
b. Articles 36-39 of the Trademark Law govern the rights of granting
injunctive relief and monetary damages to a trademark holder in the
event of an infringement. The use of a trademark "similar" to the
registered trademark for the designated goods and/or services in the
registered classes anywhere in Japan is deemed to be an infringement
under Article 37 of the Trademark Law. This will afford the holder
of the trademark the right to seek injunctive relief and obtain
monetary damages.63 In addition, the trademark holder can request
the court to require the infringer to "take measures necessary [for]
the recovery of the business reputation" of the pIaintiff.64 In practice,
this often results in a defendant being ordered by a court to make a
public apology, the wording of which is drafted by the court, in a
business and/or general newspaper in Japan.
c. Article 2(3) of the Trademark Law contains the principle that the
unauthorized "use" of a registered trademark by an importer

61. See SHOHYO-HO50 KO [FIFY LESSONS ON TRADEMARK LAW] 112 (Nobuo Mon'ya rev. ed. 1985)
(only available in Japanese language)(discussing rights and remedies) [hereinafter Mon'ya].
62. Trademark Law, supranote 12, arts. 18,24,25,30,31 & 34.
63. Id. art. 36. The right to obtain injunctive relief is governed by Article 36 of the Trademark Law.
In order to be awarded damages, a plaintiff must prove the defendant actually knew of the existence of the
trademark or, at a minimum, was negligent in not knowing of its existence or was negligent in its
misunderstanding of the scope of the trademark. See ANNOTATIONS, supranote 8, at 641. Once this is proved,
the law presumes that the plaintiff's damages, at a minimum, include the profits derived by the infringer in its
use of the infringing trademark. Trademark Law, supranote 12, art. 38. Additional damages must be proven
by the plaintiff. Id. art 38(t). In an action for an injunction or monetary damages, a defendant may not raise
as a defense the nullity of the trademark. ANNOTATIONS, supranote 8, at 679.
64. Trademark Law, supranote 12, art. 39. Article 39 refers to Article 106 of the Patent Law. Article
106 states that:

in lieu of damages, or in addition thereto, the court can order a person who has injured the business
reputation of the patentee or exclusive licensee [i.e., trademark holder or its exclusive licensee] by
infringing the patent right or exclusive license, whether intentionally or negligently, to take the
measures necessary for the recovery of the business reputation.

Id. art. 106.

The TransnationalLawyer/ Vol. 8
constitutes an infringement of the registered trademark.6 5 Customs
Tax Rate Act, Article 21(1)(iv) states that goods that infringe on a
trademark right may not be imported into Japan.66 Thus, Article
21(2), authorizes a customs director to demand the surrender to
Japanese customs of any infringing goods by the importer, or
requires the importer to destroy the infringing goods.6 7
d. Article 78 of the Trademark Law authorizes a public prosecutor to
indict an individual trademark infringer and, if such infringer is
found guilty, the prosecutor can either request imprisonment of, or
imposition of a fine on, the individual infringer.6 8 If a corporate
entity is the infringer, Article 82 authorizes a court to fine the
corporate entity and either fine or imprison the corporate official(s)
who actually carried out the infringement. 6 9
C. ProtectionWhen There Is No TrademarkRegistration Under the Trademark Law
1.

UnfairCompetition PreventionAct

For those trademarks that are "widely known" in Japan, protection may be
available, even without registration, under the Unfair Competition Prevention
Act. 70 This Act is discussed at length in Section IV of this article!'
2. TrademarkLaw
The Trademark Law provides for limited protection in the absence of a
registered trademark. There are three types of protection afforded nonregistered
trademarks. The first, pursuant to Article 4(1)(x) of the Trademark Law, prohibits

65. Id.art. 2(3).
66. Kanzei Teiritso HJ[Customs Tax Rate Act], Meiji 43, Hdritsu 54 (1910), as amended at Heisei 5,
H6ritsu 11 (1993). For an explanation of Hdritsu, Heisei and of the official and unofficial sources for certain
major Japanese laws and regulations, see supra note 12 (explaining Heisei and H6ritsu) and infra note 78
(explaining Meiii).
67. See Kanzie Hd[Customs Tax Act], Sh~wa 29, H6ritsu 61 (1954), as amended at Heisei 5, H6ritsu
89 (1993), art. 109 (imposing a criminal sanction on a person who imports any goods prohibited by Article 21
of the Customs Tax Rate Act). See supra note 12, for explanation of the terms Sh6wa, H6ritsu and Heisci and
of the official and unofficial sources for certain major Japanese laws and regulations. Article 118 of the
Customs Tax Act also contains a clause authorizing the forfeiture of infringing goods resulting from such
prohibited import into Japan. Customs Tax Act, supra, art. 118.
68. Trademark Law, supra note 12, art. 78.
69. Id. art. 82.
70. Matsuo, supranote 26, § 3.01[2].
71. See infra notes 106-107 and 114-127 and accompanying text (discussing the Unfair Competition

Prevention Act).
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a trademark from being registered if the applied trademark is the same or similar
to an unregistered trademark which is well known among consumers as indicating
the goods or services of another person's business.72
Article 46(l)(i) of the Trademark Law, which provides for an action to
invalidate a registered trademark, is another type of protection for widely known
but unregistered trademarks. 73 In Japan, holders of widely known but unregistered
trademarks have utilized the Article 46 invalidation procedure to invalidate a
registered trademark that is the same or similar to the well known trademark, and
thus, no longer block the ability to use the well known but unregistered
trademark.
Article 32 of the Trademark Law provides a "grandfather" protection for well
known unregistered trademarks. 74 Thus, a well known unregistered trademark can
continue to be used by its holder even though the same or a similar trademark is
subsequently registered.
3. Article 21 of the CommercialCode
Article 21 of the Commercial Code provides certain protection to unregistered trademarks, provided the trademark is also a trade name. 75 This protection
is discussed in Paragraph D(2) of Section III of this Article.76
II[. TRADE NAMES/BusIEss NAMES (SHO-Go)
A. Introduction
7 can be registered
Trade names (Sh-go)
and protected pursuant to the
Commercial Code (Sh5-ho) and the Commercial Registration Act (ShtgyttdTiho). 7g Protection is also available for unregistered trade names pursuant to the

72. Trademark Law, supra note 12, art. 4(l)(x).
73. Id. art. 46C1)(i).
74. Id. art. 32.
75. Meiji 32 (1900), Horitsu 48; the most recent amendment and restatement is Heisei 2,Horitsu 64
art. 21 [hereinafter Commercial Code]. See supra note 12 (explaining the term H6ritsu); see infra note 78
(explaining the term Meiji).
76. See infra notes 106-112 and accompanying text (discussing the protections afforded unregistered
trademarks under the Commercial Code).
77. Sh5-gtliterally translates into "title of a business."
78. The Commercial Registration Act's original citation is Shfwa 38 (1963), Hdritsu 125; the most
recent amendment and restatement is Heisei 2, Hdritsu 65. See supranote 12 (explaining the terms Shdwa,
Heisei and H~dtsu and of the official and unofficial sources for certain major Japanese laws and regulations).
Meiji, as used above, refers to the reign of Emperor Meiji which began in 1868.
The Commercial Code and the Commercial Registration Act govern various aspects of business law. The
first versions of the Code and the Act were fashioned after business laws from continental Europe, primarily
Germany and France. The Commercial Code contains various laws, including regulation of trade persons,
commercial registrations, registration and use of trade names, regulation of financial documents, establishment
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Commercial Code.7 9 In addition, the Unfair Competition Prevention Act affords
protection to unregistered trade names, but only if the trade name is widely
known (Shizchi-sei) in certain areas of Japan.'
B. Registrationof a TradeName Pursuantto the CommercialCode and the
CommercialRegistrationAct
If a U.S. company, for example, is the holder of a trade name that has not yet

become widely known in some area of Japan, that company will not be able to
utilize the Unfair Competition Prevention Law to protect its trade name.
Therefore, that U.S. company should first look to the Commercial Code (Arti-

cles 9-31)8' and the Commercial Registration Act (Articles 27-42)F to protect its
trade names.

Article 16 of the Commercial Code states that a business entity13 may use its

"name, surname, first name or other names" as its trade name or business name.

In other words, a Sh6-gdis the name used by any entity to carry on its business. 14
There are two ways of registering a name under the Commercial Code and

the Commercial Registration Act:
1. Hon Toi: This is the principal method of registration. Article 28(1)
of the Commercial Registration Act8 5 and Article 64(l)(i) of the

and operation of business agencies, the creation and operation of three types of corporations, and laws
governing numerous commercial acts (sales and purchases, associations, bailments, transportation of goods,
wholesaling and insurance), and admiralty.
79. Commercial Code, supranote 75, art. 21. See infra notes 107-113 (discussing trade names pursuant
to Article 21 of the Commercial Code).
80. See Fusel Kyds5 B6shi H5 [Unfair Competition Prevention Act), art. 21 [hereinafter UCPA]. The
UCPA's original citation is Sh wa 9 (1934), Hdritsu 14; the most recent amendment and restatement is Heisei
5 (1993), Hdritsu 47. See supra note 12 (explaining the terms Showa, H~ritsu, and Heise!, and the official and
unofficial sources for certain major Japanese laws and regulations).
81. Commercial Code, supranote 75, arts. 9-31. Protection is also afforded under Article 21 of the
Commercial Code for unregistered trade names. Id. art. 21. See infra notes 107-113 and accompanying text
(discussing Article 21).
82. Commercial Registration Act, supra note 78, arts. 27-42.
83. There are four basic statutory Japanese business entities: (i) the Kabushiki Kaisha("K.K."), which
is a stock company; (ii) the Yagen Kaisha, which is a limited liability company; (iii) the Gnei Kaishi, which
is similar to the U.S. concept of a general partnership; and (iv) the Gdshi Kaisha, which is similar to the U.S.
concept of a limited partnership. Each of these four business entities may only have one trade name. The trade
name must be in Katakana, Hiragana and/or Kanji and can not contain any foreign characters. The trade name
must also identify which of the four types of Japanese business entities the company is (i.e., a Kabushiki
Kalsha normally has K.K. before or after the trade name). On the other hand, an U.S. citizen doing business
in Japan as an individual does not have an obligation to register the trade name.
84. Tsurunosuke Shtfi v. Tokyo City, I Daishin fn Minsha714 (Daishin'inDec 8, 1921). See supra note
20 (explaining the terms Minsh and Daishin'in).
85. Commercial Registration Act, supranote 78, art. 28(1).
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Commercial Code8 require each of the four types of Japanese

business entities" to register, among other information, its existence
and trade name in the Legal Affairs Bureau (H~nu-kyoku) in each
minimum administrative area (Saish6gydseikukaku) (MA Area) 8
in which that company has a "business place" (eigyJ-sho).!9 Article
10 of the Commercial Code requires a company which has branches
in Japan to register, among other items, its trade name in the Legal
Affairs Bureau in the MA Area in which each branch is located. 0
2. KariToki: This is the provisional method of registration in which the
applicant does not, at the time of registration of a trade name, have
any presence in Japan, but has an intent to open a business place in
Japan within one year.9' Pursuant to Article 35-2 of the Commercial
Registration Act, such a company may submit an application to
register its trade name with the Legal Affairs Bureau in the MA Area
in which the company intends to establish its main office within that
one year period. 2
Article 40 of the Commercial Registration Act, however, states that an

examiner may cancel a Kari Toki registration if the applicant does not apply for
Hon Toki within a year. 93 In other words, the company must establish, at a minimum, a main office in Japan within one year and submit its Hon To-ki application
with the Legal Affairs Bureau in the MA Area in which the main office is located
to prevent dismissal of its Kari Toki registration.9 4
86. Commercial Code, supra note 75, art. 64(1)(i).
87. See supranote 83 (discussing the four basic types of statutory Japanese business entities).
88. Japan's 47 prefectures are normally divided into three types of administrative areas. The largest is
a shi; this is a city. The next is ch, this is a smaller city. The last is son; this is a village. Large Japanese cities,
such as Tokyo, Osaka, and Kyoto, are included in the list of the 47 prefectures. However, the primary
administrative area in these three famous prefectures is the ku (this is a ward). Tokyo, for example, has 23 kus
in addition to several shis. A ku is also considered a "minimum administrative area." The most localized
Japanese administrative area is the minimum administrative area and is the one in which the business entity
must register.
89. A "business place" (eigyd-sho) includes all places of business including the headquarters of a
company. However, it excludes a facility that is simply a factory that manufactures products. See KAISHA No
HOMU 150 (Keisei H~yii Kai ed. 1983).
90. Commercial Code, supra note 75, art. 10.
91. Commercial Registration Act, supranote 78, art. 28(1).
92. An applicant must post a bond along with the KariTd7i registration. Commercial Registration Act,
supra note 78, art. 35(3). The amount of the bond depends on how soon the business presence is established
in Japan and the Hon T6ki application is filed. See Shogo No Kari-T-i Ni Kansuru Kydeakukin No Gaku Wo
Sadameru Seirei [Order to Decide the Amount of Bonds to Post for Kar T6ki Tradename], art. 1; see also
Kalsei Shdgyg Tki No Jitsumu 135-36 (Ministry of Legal Affairs ed. 1982) (available only in the Japanese
language).
93. Commercial Registration Act, supra note 78, art. 40.
94.

Id.
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Once an application is submitted under either Hon Toki or Kari To-ki, the
trade name must still be eligible fdr registration. 5 Pursuant to Article 27 of the
Commercial Registration Act, an applicant's trade name will not be eligible for
registration if the applied trade name is difficult to distinguish from previously
registered trade names in that MA Area for the same type of business.
Furthermore, Legal Affairs Bureaus in Japan, in accordance with internal
guidance from the Ministry of Justice, often do not register an applied name even
if there is no identical name registered in that MA Area and the name could still
be distinguished from other registered names.97 The typical reason for such a
refusal to register is that the applied name is nonetheless "somewhat similar" to
a registered name in that MA Area! 8
Article 30 of the Commercial Code provides that the Legal Affairs Bureau
has the authority to repeal a registration if it has not been used for two consecutive years without good cause."
C. Legal Enforceabilityof Registered Trade Name Rights
Article 20(1) of the Commercial Code states that the registrant of a trade
name can obtain injunctive relief against a defendant who is using a trade name
"identical or similar" to the registrant's trade name with the purpose of "unfairly
competing" against the registrant.1' ° Article 20(1) also states that the registrant's
action for injunctive relief does not preclude an action for monetary damages. t0 '
Thus, a registrant must prove the defendant has an unfair competitive intent
in order to obtain the injunction and any monetary damages.1 2 Article 20(2),
however, establishes a legal presumption that a defendant possesses such unfair
competitive intent if the defendant used a trade name "identical" to the registered
trade name in the same type of business as that of the registrant and in the same
MA Area in which the registrant's trade name is registered.'0 3
The following examples illustrate how a defendant's unfair competitive intent
may be proven by a plaintiff:

95. Id.
96. Id. art. 27.
97. Kazuko Matsuo, Trade Names and Service Marks, 47 Patento, at 39 (Aug. 1994) (monthly
magazine only available in the Japanese language).
98. Id.
99. Commercial Code, supra note 75, art. 30.
100. Id. art. 20(1).

101. Id.
102. Ifan unfair competitive purpose is proven, Article 22 of the Commercial Code also allows a court
to impose a penal sanction on the defendant. Id. art. 22. The sanction, currently V200,000, is awarded to the

government. Id.
103. Id art. 20(2).
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Scenario One: Plaintiff, in the gourmet coffee retail business,
registered its trade name only in the Chi5-ku ward of Tokyo. A
competing coffee retailer establishes a retail shop in Ch6-ku and
utilizes the same trade name. The plaintiff can rely on the Article
20(2) presumption and shift the burden of proof to defendant to
prove lack of an unfair competitive intent. If defendant fails to meet
this burden of proof, a court will likely grant the injunction and
award damages to the plaintiff.
b. Scenario Two: The same plaintiff, in the same business, only
registered its trade name in the ChiI6-ku ward of Tokyo. A competing coffee retailer establishes a retail shop in the nearby Minato-ku
ward of Tokyo and utilizes the same trade name. The plaintiff,
having no "business place" in Minato-ku, could not register its trade
name in Minato-ku. The plaintiff cannot rely, per se, on the Article
20(2) presumption. Plaintiff retains the burden of proving the
defendant's unfair competitive intent. Nevertheless, since the
business is the same and Chi6-ku and Minato-ku are neighboring
wards of Tokyo, a court would likely be inclined to grant the
injunction and award damages to the plaintiff even if the plaintiff's
trade name is not well known in Japan.
c. Scenario Three: The same plaintiff, in the same business, only
registered its trade name in the Ch&5-ku ward of Tokyo. A competing coffee retailer establishes a retail shop in tropical Naha, the
capital of Okinawa prefecture, the most southerly prefecture in
Japan. Clearly, the plaintiff cannot rely on the Article 20(2) presumption and has the burden of proving the defendant's unfair
competitive intent. Absent compelling proof of this intent, if
plaintiff's name is not well known in Japan, and despite the fact that
defendant's business is the same and defendant is using the same
trade name, a court would be disinclined to grant the injunction and
award damages to plaintiff.
a.

Additional factors that favor a plaintiff's case are: (i) a showing of actual
confusion among consumers between plaintiff's and defendant's trade name, (ii)
that defendant knew plaintiff's trade name and business quite well; and (iii)
defendant knew that the plaintiff was a competitor' 4 With regard to the first
factor, a plaintiff's proof of actual confusion among consumers has been viewed
by several Japanese courts to be compelling evidence of a defendant's unfair

104. See SEuITANAKA & RYOYO KITA, KONMENTARU SHOHO SOSUKU 211-15 (1968) (available only

in the Japanese language). Other factors to review are: (i) how the identical or similar trade name was actually
confused by the public with the registered trade name; (ii) how and when the identical or similar trade name
started to be used; and (iii) whether this use was prior to the registration of the registered trade name. Id.
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competitive intent and could sway a court in scenarios two and three to grant the
injunction and award monetary damages. 05
D. Protection When There Is No Trade Name Registration
1. Unfair Competition PreventionLaw
For those names that are widely known in Japan, protection may be available,
°
even without registration, under the Unfair Competition Prevention Act.1
2. Article 21 of the Commercial Code
Companies that are not eligible for the Hon Toi method of registration
because they lack any business place in Japan, which is often the case with small
and medium sized U.S. companies that engage Japanese distributors to distribute
their products in Japan, that are also not eligible for the Karl Tdci method of
registration because they have no intent to open a presence in Japan, and which
have trade names that are not widely known, affording no protection under the
Unfair Competition Prevention Act, are for all practical purposes limited
to pro1°7
tecting their trade names under Article 21 of the Commercial Code.
Article 21 of the Commercial Code is designed to prohibit use of a trade
name for an unfair purpose which is likely to cause confusion with another
person's business, regardless of whether the plaintiff's trade name has been
registered. °s Article 21 states that no party may, with an unfair purpose, use a
trade name that causes confusion with another person's business.1 9 Although
Article 21 is not often used by Japanese corporations to protect their trade names,
a 1961 Japanese Supreme Court case provides an illustration of the classic
situation in which Article 21(1) could provide a benefit to a plaintiff. 0 In this
case, a well known Japanese company was prevented from registering its trade
name in a MA Area in which it intended to move its main office because a small
company changed its registered trade name in the MA Area to that of the larger
company upon hearing of the larger company's intended move."' The court
found that the small company's only purpose in changing its registered name was
to improperly block registration by the plaintiff, that the defendant did not intend
on engaging in a business using that name and that these purposes violated Article

105. Mon'ya, supranote 61, at 31.
106. See infra notes 114-127 and accompanying text (discussing the Unfair Competition Prevention Act).
107. Commercial Code, supranote 75, art. 21.
108. Id.
109. Id. art. 21(1).
110. Vol. 5, No. 8, 15 Minshii 2256 (Saik6 Saibansho, Sept. 29, 1961).
111. Tokyo Gas, K.K v. Shink6 Densetsu, K.K., Vol. 15, No. 8 Minshil 2256 (Saik6 Saibansho, Sept.
29, 1961); see supranote 20 (explaining the terms Minshfand SaikdSaibansho).
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21(1).12 Accordingly, under Article 21(2), due to this unfair purpose, the court
enjoined the use of the trade name by the defendant, thus making it available to
the plaintiff.' 13
IV. UNFAIR COMPETITION PREVENTION ACT

The Unfair Competition Prevention Act (UCPA) protects certain names, trade
names, trademarks, marks, or other business indications or designations,
(collectively, business designations), of goods or businesses which are widely
known in Japan from unfair competition which would result in confusion among
Japanese consumers as to the origins of those goods or businesses. "4 The primary
purpose of the UCPA is to protect the goodwill of a business entity acquired
through the use of its business designations in Japan.' 5 However, the UCPA is
only useful for the protection of business designations widely known (Hiroku
ninshiki sareteiru)in Japan. As mentioned previously, the UCPA, if applicable,
is a primary
method of protecting unregistered trademarks or trade names in
6
Japan.1

112. Id. at 2257-58.
113. Id. at 2258.
114. UCPA, supranote 80, arts. 1 and 2(1)(i). Article 1 states that "the purpose of [the UCPA] is to
contribute to the sound development of the national economy by providing measures for the prevention of, and
compensation for damages from unfair competition in order to insure fair competition among business entities
and the full implementation of international agreements related thereto." Id. art. 1. Indeed, the UCPA was
enacted in 1934 in order for Japan to ratify the 1925 Hague revision of the Paris Convention for the Protection
of Industrial Property. The purpose of this Convention is to cause member nations to enact laws regarding
intellectual property protection which treats nationals of the member nation and nations of all other member
nations equally.
115. See INTELLECTuAL PROPERTY DmSION, INDUSTRY POLICY DEPARTMENT OF THE JAPANESE
MINISTRY OF INTERNATIONAL TRADE AND INDUSTRY, ICHIMON Irro-ATARAsHuI FUSEI KYOSO BOSHI HO
[QUESTIONS AND ANSWERS CONCERNING THE NEw UNFAIR CoMPEroN PREVENTION AcT] 22-23 (1994)
(available only in the Japanese language) [hereinafter MITI].
116. THE CIVIL CODE OF JAPAN, art. 709 [hereinafter CIVIL CODE]. In theory, Article 709 of the CIVIL

CODE (Minpo), which is a general tort liability statute, may provide some protection to unregistered trademarks
and trade names even in the absence of the application of the UCPA to those trademarks or trade names. Id.
art. 709. The Civil Code's original citation is Meiji 29 (1896), H6ritsu 89; the most recent amendment and
restatement is Heisei 3 (1991), H6ritsu 79; see supranote 12 (explaining the terms H&ritsu and Heiseiand the
official and unofficial sources for certain major Japanese laws or regulations). See supranote 78 (explaining
the term MejO.
Article 709 states that "[a] person who intentionally or negligently violates the rights of another shall be
liable for making compensation for damages arising therefrom." CIVIL CODE, art. 709. While Article 709 has
been invoked by Japanese courts to protect trademarks or trade names, the plaintiff must establish the following

four elements: (i) a right to be protected (generally this means the plaintiff must establish some right in the
trademark or trade name at issue); (ii) the defendant's intent or negligence; (iii) plaintiff's damages; and (iv)
causation. 19 Chfishaku Minp6 19 (Ichir6 Kat6 ed., 1965) (explaining that the requirements for this general
tort are intent or negligence, invasion of a right, liability capability, and damage and causation) (only available
in Japanese).
If a trademark or trade name is widely known, and thus afforded protection under the UCPA, Article 5
of the UCPA assists a plaintiff because the plaintiff has only to establish the amount of profit that the defendant

The TransnationalLawyer/ VoL 8
Article 2(1) of the UCPA identifies several improper business actions that
could constitute unfair competition t t7 The business conduct most commonly
identified to date by Japanese courts as unfair competition is:
the act of using an indication which is identical or similar to a good[s] or

other indication" of another person, which is widely known among
consumers, or the act of assigning, delivering, displaying for the purpose
of assignment or delivery, exporting, or importing of goods that uses
such a good[s] or other indication, and thereby causing confusion with
another person's goods or business.1 9
Generally, a plaintiffs business designation must be widely known among

the consumers in Japan in order to protect that business designation from unfair
competition.1 20 However, it does not have to be known in all areas of Japan.
Indeed, if a business designation is known only in certain regions of Japan, some
Japanese courts have found a business designation to be sufficiently widely
known to warrant protection under the UCPA.12 ' However, if a business designation, although widely known in the United States, is not widely known in
Japan, that business designation will not be protected under the UCPA.'22

earned and the law presumes the same amount is the minimum damage that the plaintiff suffers. UCPA, supra
note 80, art. 5. Moreover, if the UCPA is applicable, the plaintiff's "right to be protected" under Article 709
is fairly easy to establish. Id. However, if the UCPA is not applicable (i.e., the trademark or trade name at issue
is not widely known), Article 709, while technically available, is of limited use. For example, in this situation
it will be much more difficult for a plaintiff to establish its right to be protected since the trademark or trade
name is not widely known. Also, while the UCPA affords a variety of remedies, including monetary damages,
injunctive relief, and other, Article 709 only affords monetary damages. CIVIL CODE, supra,art. 709.
117. Other significant actions that could constitute "unfair competition" under the UCPA include: (i)
actions that utilize a famous designation of another, (ii) actions that assign goods which imitate the appearance
of another's goods ("dead copy"); (iii) unfair actions concerning trade secrets of another, (iv) fraudulent actions
to cause confusion as to quality or content of goods or business; and (v) actions to damage another's business
reputation. See MITI, supranote 115, at 24.
118. As used herein "goods or other indication" means name, trade name, trademark, mark, container
or package of goods in relation to a person's business, or any other indication of goods or business.
119. See UCPA, supra note 80, art. 2(1)(i).
120. Id.
121. MITI, supra note 115, at 30; see People v. Yasuo Kaneda, Vol. 13, No. 5 Kei Shi 755 (Saikd
Saibansho May 20, 1958). Kei Shdis a compilation of criminal cases; SaikWSaibansho is the current Japanese
Supreme Court.
122. MITI, supranote 115, at 30. On the other hand, if a Japanese entity exports goods from Japan to
the United States, for example, utilizing a name, trade name, trademark, mark, or other business indication or
designation (hereinafter collectively "business designations") that is the same as or similar to the business
designations used by a company in the United States, and such use by the Japanese entity causes confusion in
the United States as to the origin of the goods, an action under the UCPA could be brought in Japan against
the Japanese entity by the company in the United States damaged by this confusion. See UCPA, supra note
80, art. 2(1)(i); see also MITI, supra note 115, at 30. This action would basically claim that the export of the
goods utilizing the same or similar business designation of the company in the United States constitutes an act
of unfair competition in Japan pursuant to the UCPA. Id.
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Accordingly, if a trademark or trade name is not registered, but is sufficiently
widely known to warrant protection under the UCPA, the UCPA provides a
variety of remedies to a plaintiff, including (i) injunctive relief;123 (ii) monetary
damages;' 24 (iii) requiring the defendant to take actions to facilitate the recovery
of plaintiff's business reputation, usually by a public apology;'2a and (iv) requiring the defendant to take actions to prevent further confusion between plaintiff's
business designations and those used by defendant.126 Court ordered penal
sanctions against the defendant are also authorized by the UCPA. 27
V. CONCLUSION

American companies often underestimate the complexities of protecting their
trademarks or trade names in Japan. Many come to Japan and discover that their
trademark, for example, has been registered to others who may not even be using
that trademark.
As outlined in this article, there are significant differences in Japan in the
procedure for obtaining, and the scope of protection afforded, a registered trademark or trade name as compared to the U.S. procedures and protections. Thus, it
is incumbent upon U.S. business people to learn about the Japanese system of
protecting trademarks and trade names, work within that system, and resist
comparing the Japanese system to the U.S. methods of obtaining and protecting
trademarks and trade names.

123. See UCPA, supra note 80, art 3. Prior to the 1993 Amendment to the UCPA, which was effective
1994, some Japanese courts extended the UCPA's injunctive relief remedy to enjoin future and potentially
unfair competitive acts of the defendant. The 1993 amendment codified three types of injunctive relief to
include (i) enjoining current unfair competitive actions of a defendant; (ii) enjoining future and potentially
unfair competitive actions of a defendant; and (iii) ordering the destruction of goods involved in the unfair
competitive action. MITI, supranote 115, at 77 & 80.
124. UCPA, supra note 80, arts. 4-6. In order to obtain monetary damages, the intention or the
negligence of the defendant must be established according to Article 4. Id. art. 4. The 1994 amendment
provides a presumption of the amount of damages, thereby reducing the plaintiff's burden of proof. Id. Article
5 now states that the amount of profits received by a defendant as a result of the unfair competition shall be
presumed to be the amount that the plaintiff suffered. Id. art. 5. The plaintiff, of course, can attempt to establish
more damages. Id.
125. Id. art. 7. Article 7 provides that if a plaintiff's "business reputation" was damaged as a result of
the defendant's unfair competitive act, plaintiff can request, in substitution of,or in addition to, monetary
damages, a "recovery of reputation" remedy. Id. If granted, a court will order the defendant to take certain
actions to restore plaintiff's business reputation. The most common action is a court ordered public apology
by defendant in a daily newspaper or other media; the actual wording of the apology, the frequency and extent
of the publication of the apology, and the media for the apology is all typically specifically ordered by the
court.
126. Id. art. 11(2). A court can order a defendant to take certain measures to prevent further confusion
by consumers between the plaintiff's business designations and those used by defendant. See MITI, supranote
115, at 113.
127. UCPA, supranote 80, arts. 13 and 14; see MIT, supranote 115, at 115-16.

